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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )KI Responsive to communication(s) filed on 17 September 2008 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) |EI Claim(s) 1-1 1 ,48-54,56-61 ,71-83,85-98 and 101-121 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) D Claim(s) is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) ^ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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1) D Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 5 ) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date . 6) □ Other: . 
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DETAILED ACTION 

Response to statement of Telephone Interview 

1 . In response to applicant's "Written Statement of Telephone Interview under 37 C.F.R 

1 .133(b)" the examiner notes that a formal interview did not take place. No issues on the merits 
were discussed. It was merely a status inquiry with the examiner confirming that the application 
had been pass on for review by the Group SPRE. 

Reissue Applications 

2. Since the previous action , the Office has instituted a new policy on recapture. Please see 
the attached appendix for an explanation of this policy. 

3. Claims 48-54, 56-60, 61, 77-83, 85-86, 88-98, 101-115, 117, and 1 19-121 are rejected 
under 35 U.S.C. 25 1 as being an improper recapture of broadened claimed subject matter 
surrendered in the application for the patent upon which the present reissue is based. See Pannu 
v. Storz Instruments Inc., 258 F.3d 1366, 59 USPQ2d 1597 (Fed. Cir. 2001); Hester Industries, 
Inc. v. Stein, Inc., 142 F.3d 1472, 46 USPQ2d 1641 (Fed. Cir. 1998); In re Clement, 131 F.3d 
1464, 45 USPQ2d 1161 (Fed. Cir. 1997); Ball Corp. v. United States, 729 F.2d 1429, 1436, 221 
USPQ 289, 295 (Fed. Cir. 1984). A broadening aspect is present in the reissue which was not 
present in the application for patent. The record of the application for the patent shows that the 
broadening aspect (in the reissue) relates to claim subject matter that applicant previously 
surrendered during the prosecution of the application. Accordingly, the narrow scope of the 
claims in the patent was not an error within the meaning of 35 U.S.C. 25 1 , and the broader scope 



Application/Control Number: 10/659,794 Page 3 

Art Unit: 3611 

of claim subject matter surrendered in the application for the patent cannot be recaptured by the 
filing of the present reissue application. 

4. In the amendment filed 15 May 2001 in the parent application 09/531,565, applicant 
amended claim 1 to include the following limitations: 

said chassis includes a yoke that supports said rear support, and has a 
vertical pivot journal coupled to revolve on a support plate fixed to an end of 
a second actuator; 

said second actuator comprises a second hydraulic jack set with a 
vertical axis, which has a second rod with a second rod end fixed to said plate 
and a second cylinder end, wherein said rod slides, integral with said frame; 

the cylinder of said second hydraulic jack is an integral part of said 
frame being connected thereto by means of a first articulation for moving 
said chassis with respect to a fixed point on said frame in order to move the 
rear rotatable support inward of said frame. 

5. Furthermore, in the same amendment filed 15 May 2001, applicant argued that claims 12- 
14 (claims 9-11 of the issued patent) of parent application 09/531,565 were patentable over the 
prior art: 

"because the prior art lacks a steerable machine having a pair of 
rollable front supports that are rotatable about a front vertical axis and are 
controlled by power steering. The prior art also lacks a pair of rollable rear 
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supports that are pivotable about a rear vertical axis and are controlled by a 
steering hydraulic cylinder." 

These limitations were added to overcome a patentability rejection and thus constitute 
surrendered subject matter. Any claims which do not contain one of these two sets of limitations 
are thus guilty of recapture. 

Reissued Oath/Declaration 

6. The reissue oath/declaration filed 17 September 2008 is defective because the error which 
is relied upon to support the reissue application is not an error upon which a reissue can be 
based. See 37 CFR 1.175(a)(1) and MPEP § 1414. 

The error being corrected in the declaration is a limitation argued for patentability in 
parent claims 12-14 of the parent application 09/531,565. 

7. Claims 1-11, 48-54, 55-61, 71-83, 85-98 and 101-121 are rejected as being based upon a 
defective reissue declaration under 35 U.S.C. 251 as set forth above. See 37 CFR 1.175. 

The nature of the defect(s) in the declaration is the statement of error set forth in the 
discussion above in this Office action. 

Allowable Subject Matter 

8. Claims 1-11, 71-76, 87, 116, and 1 18 are allowable over the prior of record and would be 
allowable if an acceptable supplemental oath/declaration were submitted. 
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Conclusion 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to KEVIN HURLEY whose telephone number is (571)272-6646. 
The examiner can normally be reached on Monday-Friday 9:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Lesley Morris can be reached on 571-272-665 1 . The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



February 6, 2009 



/Kevin Hurley/ 

Primary Examiner, Art Unit 361 1 
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Appendix 

The USPTO has recently informed the SPRE Shops throughout the Corps 
that the holdings regarding recapture, as provided for in the precedential 
decision by the Board of Appeals Ex parte Eggert, 67 USPQ2d 1716 (BPAI 
2003), should no longer be controlling when a determination of whether or 
not recapture is present in any reissue application. Below is a legal 
analysis of how the Office is justifying the belief that case law mandates 
that a new test should be performed in deciding on whether or not 
recapture is present in a broadened reissue application. The following 
analysis may be incorporated into any Office action to serve as a basis for 
making a recapture rejection. Due to the complexity of the recapture issue, 
we certainly do not expect an examiner to be required to "go it alone" with 
only this document as assistance in understanding and deciding on 
whether or not recapture is present in their broadened reissue cases. We 
encourage every examiner with a broadened reissue to meet with the 
SPRE of the Day to discuss the recapture issue. However, until a test case 
is decided by the Board of Appeals, the analysis below can be used to 
justify the position on recapture that the Office is mandating in any Office 
action containing a recapture rejection. 



The "recapture rule," prevents a patentee from regaining, through a reissue 
patent, subject matter that the patentee surrendered in an effort to obtain 
allowance of claims in the patent sought to be reissued. In re Clement, 131 
F.3d 1464, 1468, 45 USPQ2d 1161, 1164 (Fed. Cir. 1997). 

Clement discusses a three-step test for analyzing recapture: 

Step 1 involves a determination of whether and in what aspect any 
claims sought to be reissued are broader than the patent claims. 
Step 2 involves a determination of whether the broader aspects of the 
reissue application claims relate to surrendered subject matter. 
Step 3 is applied when the broadening relates to surrendered subject 
matter and involves a determination whether the surrendered subject 
matter has crept into the reissue application claim. 

Substep (3): if the reissue claim is broader in some 

aspects, but narrower in others, then: 

(a) if the reissue claim is as broad as or broader in an 
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aspect germane to a prior art rejection, but narrower in another 
aspect completely unrelated to the rejection, the recapture rule 
bars the claim; 

(b) if the reissue claim is narrower in an aspect 
germane to [a] prior art rejection, and broader in an aspect 
unrelated to the rejection, the recapture rule does not bar the 
claim, but other rejections are possible. 

The Federal Circuit in North American Container, Inc. v. Plastipak 
Packaging, Inc., 415 F.3d at 1350, 75 USPQ2d 1545 (Fed. Cir. 2005) 
further refined Substep (3)(a) of Clement to define "broader in an aspect 
germane to a prior art rejection" to mean broader with respect to a specific 
limitation 

(1 ) added to overcome prior art in prosecution of the 
application which matured into the patent sought to be reissued and 

(2) eliminated in the reissue application claims. 

"Surrendered subject matter" is defined in connection with 
prosecution history estoppel in Festo Corp. v. Shoketsu Kinzoku Kogyo 
Kabushiki Co., , 535 U.S. 722, 733-34, 122 S. Ct. 1831, 1838, 62 USPQ2d 
1705, 1710-11 (2002). A patentee's decision to narrow his claims through 
amendment "may be presumed to be a general disclaimer of the territory 
between the original claim and the amended claim." Exhibit Supply, 315 
U.S., at 136-137, 62 S. Ct. 513. "...in determining whether 'surrender' of 
subject matter has occurred, the proper inquiry is whether an objective 
observer viewing the prosecution history would conclude that the purpose 
of the patentee's 

amendment or argument was to overcome prior art and secure the patent." 
Kim v. ConAgra Foods, Inc., 465 F.3d 1312, 1323, 80 USPQ2d 1495, 1502 
(Fed. Cir. 2006). 

A further opinion, Ex parte Eggert, 67 USPQ2d 1716 (BPAI 2003), 
issued by the Board of Appeals and Interferences as a precedential 
opinion, is also part of the recapture precedent applicable to proceedings 
before the United States Patent & Trademark Office (USPTO). Eggert was 
entered on May 29, 2003, prior to the Federal Circuit's North American 
Container decision. In Eggert the majority held that the surrendered 
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subject matter was the rejected claim only rather than the amended portion 
of the issued claim. 

A published precedential opinion of the Board is binding unless the views 
expressed in an opinion in support of the decision, among a number of 
things, are inconsistent with a decision of the Federal Circuit. In this case, 
the majority view in Eggert is believed to be inconsistent with the 
subsequent Federal Circuit decision in North American Container W\\h 
respect to the principles governing application of Substep (3)(a) of 
Clement. See : 

Ex parte Franklin C. Bradshaw and Thomas L. Soderman, (Appeal 2006- 
2744 Bd. Pat. App. & Int. July 19, 2007) (available in Application 
09/664,794 and at 

http://www.Lispto.gov/web/offices/dcom/bpai/its/fd062744.pdf); 

Ex parte Raanan Liebermann, (Appeal 2007-0012 Bd. Pat. App. & Int. May 

2007) (available in Application 09/603,247 and at 

http://www.ijspto.gov/web/offices/dcom/bpai/its/fd070012.pdf ); 

Ex parte Willibald Kraus (Appeal 2005-0841 Bd. Pat. App. & Int. April 2005) 

(available in Application 08/230,083 and at 

http://www.usptQ.qov/web/Qffices/dcom/bpai/its/fd050841.pdf ) 

As set forth in the above BPAI decisions, based on North American 
Container and other court decisions, surrendered subject matter is 
considered the subject matter of an application claim which was amended 
or canceled and, on a limitation-by-limitation basis, the territory falling 
between the scope of 

(a) the application claim which was canceled or amended and 

(b) the patent claim which was ultimately issued. 

Accordingly, the "surrendered subject matter" that may not be recaptured 
through reissue should be presumed to include subject matter broader than 
the patent claims in a manner directly related to 

(1) limitations added to the claims by amendment (either by 
amending an existing claim or canceling a claim and replacing it with 
a new claim with that limitation) to overcome a 

patentability rejection and 

(2) limitations argued to overcome a patentability rejection without 
amendment of a claim. 
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However, when reissue claims are narrower than the patent claims with 
respect to features other than the surrender generating feature, then the 
reissue claims may be materially narrowed relative to the claims 
prosecuted and issued in the patent, thereby avoiding the recapture rule. 

As explained in Hester Industries, Inc, v Stein, Inc., 142 F.3d 1472,1480, 
46 USPQ2d 1641, 1647 (Fed. Cir. 1998), the recapture rule is avoided 
when two conditions are satisfied. First, an aspect of the invention must 
have been overlooked (e.g., not claimed) during patent prosecution. 
Second, the reissue claim must have been materially narrowed with 
respect to this overlooked aspect of the invention. 

In summary, the recapture rule is avoided if the reissue claim was 
materially narrowed in other respects compared to its broadening 
surrendered aspect. A reissue claim is materially narrowed and thus 
avoids the recapture rule when limited to aspects of the invention: 

(1 ) which had not been claimed and thus were overlooked during 
prosecution of the original patent application; and 

(2) which patentably distinguish over the prior art. 



